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Office Action Summary 



Application No. 

09/997,160 



Examiner 



nry-— 

Applicant(s) 

KURODA, SUMIO 



Art Unit 

1722 



Donald Heckenberg 

„ . Jjr The MAIL 'HG DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

" !^iwR,°Sf T , ^ y , be a ™ lable | und J erthe Provisions of 37 CFR 1.136(a). In no event, however, mays reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

" If Nn ntri^ r° r reP ', y SPeCifie r "JT IS T tha " ,hi,1y (30) dayS ' 3 reply within ,he statutorv minimum of ,hirt y < 3 °) "ays will be considered timely 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U SC 6 133) mmUn ' Cat '° n - 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). ' 

Status 

1)13 Responsive to communication(s) filed on 01 October 2004 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [g| Claim(s) 1-19 is/are pending in the application. 

4a) Of the above claim(s) M6 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 17-19 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10)E| The drawing(s) filed on 29 November 2001 is/are: a)M accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aM All b)D Some * c)D None of: 

1 .IEI Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) D Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) [~ J Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) ITJ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 
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Application/Control Number: 09/997,160 Page 
Art Unit: 1722 

1. A request for continued examination (RCE) under 37 CFR 
1.114, including the fee set forth in 37 CFR 1.17(e), was filed 
in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 
1.114, and the fee set forth in 37 CFR 1.17(e) has been timely 
paid, the finality of the previous Office action has been 
withdrawn pursuant to 3 7 CFR 1.114. Applicant's submissions 
filed on July 30, 2004 and October 1, 2004 have been entered. 

2. Claims 1-16 are withdrawn from further consideration 
pursuant to 37 CFR 1.142(b) as being drawn to a nonelected 
invention, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on 
September 2, 2003. 



3 . The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this c 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

4. Claims 17-19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Narumi et al . (U.S. Pat. No. 6,031,800). 
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Narumi discloses a known optical disk substrate (see fig. 
27) . The disk comprises a glass layer (2301) and an address 
information pattern formed on the surface of the glass layer 
(cl. 1, 11. 16-19). The information pattern is formed having 
concave and convex shapes (see fig. 27) . 

Claims 17-19 recite many limitations directed at how the 
claimed substrate is produced using a carbon mold. The 
determination of patentability of a claimed product is 
determined by the product itself. The patentability of a product 
does not depend on its method of production. In re Thorpe , 777 
F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985); In re Brown , 
459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972); In re 
Pilkington , 411 F.2d 1345, 1348, 162 USPQ 145, 147 (CCPA 1969); 
MPEP § 2113; see also In re Marosi , 710 F.2d 798, 802, 218 USPQ 
289, 292-93 (Fed. Cir. 1983) (holding once the examiner provides 
a rationale tending to show the claimed product appears to be 
the same or similar to that of the prior art, although produced 
by a different process, the burden shifts to applicant to come 
forward with evidence establishing an unobvious difference 
between the claimed product and a prior art product). In the 
instant case, Narumi discloses, regardless of its method of 
production, a substrate with all of features of the claimed 
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product substrate. Narumi therefore anticipates the claimed 
substrate regardless of the recited process of manufacture. 

5. Applicant's arguments with respect to claims 17-19 in view 
of the previous rejection are moot in view of the new grounds of 
rejection described above. It is noted however, that 
Applicant's arguments with respect to the previous rejection 
seem to focus a difference between how the prior art substrate 
and how the claimed substrate is made. It is emphasized, as set 
forth ab ove, that the patentability of a claimed product (in 
this cas e, a substrate) is determined by the product itself, not 
i ts method of production. Thus, as set forth above, the Narumi 
reference anticipates the claimed substrate product regardless 
of the recited use of a carbon mold for producing the claimed 
substrate product . 



6. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Donald 
Heckenberg whose telephone number is (571) 272-1131. The 
examiner can normally be reached on Monday through Friday from 
9:30 A.M. to 6:00 P.M. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Benjamin Utech, can be 
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reached at (571) 272-1137. The official fax phone number for 
the organization where this application or proceeding is 
assigned is (703) 872-9306. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see <<http://pair-direct.uspto.gov>>. Should you have questions 
on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at (866) 217-9197 (toll-free) . 
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